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REMARKS/ARGUMENTS 

L General Remarks 

Please consider the application in view of the following remarks. 

II. Disposition of Claims 

Claims 24, 33, 34, and 37-39 are pending in this application. In this Response, claim 24 

has been amended. 

III. Claim Rejections — 35 ILS.C. § 112 

The Examiner has maintained his rejections of claims 24, 33, 34, and 37-39 under 35 
U.S.C. § 112, first paragraph, as failing to comply with the enablement requirement. The 
Examiner has stated that, "The amended endpoints of the range, of percentage, of the 
componcal of the continuous phase of the invert emulsion find no support in the original 
disclosure or claims. This is a new matter rejection." 

To explain his maintenance of his rejection further, the Examiner has stated: 

Applicant argues that since the specification discloses a range of PJ te ^ al 
percentages of the components of the composition the amended endpoints-added m the 
Xlaim amend I «xent-is fully supported and the rejection is improper citmg In re 
iZZZ farnhanr, 558 F.2d 1008, 194 USPQ 187 (1977); 

and Farnham the court found that the applicant could not be limited to preferred 
attorns when broader embodiments were disclosed. It is the position of the 
examiner that the applicant did not have possession, at the time of the mventior, of £ 
blend with the specific ranges recited for the components in the claims as amended- fee 
PurL Pharma v. Paulding, Inc., 56 USPQ2d 1481, 1487 (Fed. dr. 2000) and Ml'bP 
2163 05 III. 

Applicants again respectfully traverse these rejections for the reasons stated in response 
to the previous office action, incorporated herein by reference, and for the further reasons set 
forth herein. 

Although the Examiner has cited MPEP 2163.05 III in support of his position, this 
section states (emphasis added): 

c Response to FINAL O0 ice Action Maikd April 1 6, 200b 
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With respect to edging numerical ^^^^^^X 
account which ranges one skilled in the art vvo^suie ^^Z\ P.2dk 
discussion in the original disclosure. hy h « « - Jficatioi ; included! 

An%" did meet the descnEijon ^iiirRment. 

There is therefore no force to Purdue s argument *at«.e ^me P ^ ter . 

was satisfied because the disclosure revved a ofCal v . ^Ltf/c 

fitod claims carved l out ^f^^ ^^mi, 1232-33 (Fed. Cir. 
K/ctyieW Co., 208 F.3d JW, , a ' < • wbich worU in combination 

2000)(Description in terms of ranges ^ < *^^°^ B ^ VC gasoline that reduces 
*Ah ranges of f^^^J^S^S^^ ^ <L though th^ acj 
emissions was found ^^^^^^l^^^^sjg^a^M 
chemica com ponents o f pftch combination were not ut»^ a — r _— — 

^^^^^^^^^^ 

^gg^^ tune offihn g O- 

To satisfy 35 U.S.C § 112, a patent specification must describe the claimed invention in 
sufficient detail that one skilled in the art can reasonably conclude that the inventor had 
possession of the claimed invention." Manual of Examining Procedure § 2163.1 (hereinafter 
"MPEP"). "The examiner has the initial burden of presenting evidence or reasoning to explain 
why persons skilled in the art would not recognize in the original disclosure a description of the 
invention defined by the claims." MPEP 2l63II.A.3.b. With respect to the § 112 rejections, the 
Examiner has indicated only that the particular claim limitations respecting the amended 
endpoints lack literal support in Applicants' disclosure, even though the endpoints are within the 
range disclosed in the specification. However, merely arguing lack of literal support in the 
disclosure is not sufficient to satisfy the Examiner's burden. See In re Wertheim, 541 F.2d 257, 
265 (CCPA 1 976) ("The PTO has done nothing more than argue lack of literal support, which is 

£ Response to KINAL Office Action Mailed April 16, 2008 
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„„, enough"). According,,, Affile*. respectfully submi. M ft. Examine, to no, me, .he 
required burden. 1 

Furthermore, recess of whether «he Examine, has not me. <he required burden, 
A pp,ican,s ***** submi. .ha. U,ere is liter* supper, in ,he specification for claims 24, 33, 
34, and 37-39. With respect to the terms "*e es.ers comprise a. leas, 50 weigh, percen, and leas 
than about 99 wei*h. percen. of me blend, the paroSin hydrocarbons emprise less than 50 

were disclosed. ine unuersigncu wu roncern in the portion of the 

said at the end of the Johnson decision: 

It is for the inventor to decide what bounds of protection he will seek. 

mmmwwm 

earlier application, gencrically and by specific examples. 

The notion that one who fully discloses, and teaches those skilled in the art how to make and t use 
a itenus aS 1 , S» specie* there within, ha, somehow foiled to disclose, and teach those *UM in toe 
TZ\ «. U that of -™-d^ 
^^^yST^-^A.. that happened heTe is that appeUants narrowed their 
claims to avoid having them read on a lost interference count. 

The board indicated that "it is manifestly immaterial" why appellants limited their claims. Though 
it u. me SSScy under § 112 could not be cured by citing the causes for such insufficiency, it is 
no ™ S! Ae SuSS ort Of which the question under § 112 arises is immaterial. Quite the 
contrary Here' aTwe hn^ on the fects of this case, the "written description" in 
LppoL the claims in the absence of the Umitation and ,hn, ^ificfon, 

^ garil vde S c, ihedH3.n flrtre m a inina. The facts of the l", W Sl7''£ 
Scr there circumstances to indicate that appellants are merely exc.sing the invention o another, to which 
ifaey are not entitled, and are not creating an "artificial subgenus" or claiming new matte,. 

In r* Johnson and Farnham. 558 F.2d 1008, 1018-1019 194 U.S.P.Q. 187 (CCPA 
I977)(emphasis added), 

7 Response to FINAL Office Aciion Mailed April 1 6. 2008 
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weight percent of the blend and the isomerized olefins comprise less than 50 weight percent of 
the blend," the specification as originally filed provides support for these terms. Support for 
these terms is found at least in paragraphs [0008], [0013], [0016], providing in pertinent parts 
mat: "In blends of the invention with esters, the esters may be used in any quantity. Preferably, 
however, the esters should comprise at least about 10 weight percent of the blend and may 
comprise up to about 99 weight percent of the blend" and "When blended with esters of the 
invention, the paraffins should comprise at least about 1 weight percent to about 99 weight 
percent of the blend, but preferably less than about 50 weight percent. When blended with other 
hydrocarbons of the invention, particularly isomerized olefins, ... the paraffins should comprise 
at least about 1 weight percent up to about 99 weight percent of the blend, but preferably less 
than about 50 weight percent of the blend." Even the original title of the application emphasized 
"esters" by beginning, "Blends of Esters with . . - ." Accordingly, the range "wherein the esters 
comprise at least 50 weight percent and less than about 99 weight percent of the blend" is clearly 
encompassed within the broader range of "from about 1 weight percent of the blend up to about 
99 weight percent of the blend" and is literally supported by the specification. The endpoint of 
"at least 50 weight percent" with respect to esters also has literal support, not only in blends with 
paraffins, but in the general discussion of the application throughout, which emphasizes "ester" 



blends. 



Thus Applicants have clearly demunsUated that the Examiner has not met the required 
burden and that there is literal support in the specification for claims 24, 33, 34, and 37-39, and 
Applicants respectfully request withdrawal of these rejections. 
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IV. Claim Rejections— 35 USC § 103 

The Examiner has maintained hi, .ejection of all pending claims 24. 33, 34 and 37-39 as 

obvious from U.S. Patent No. 5,691,281 to Ashjian. Specifically, the Examiner has stated: 

Ashjian teaches a method of drilling a wellbore ^^^^ 
mud comprising an invert cmulsum (Column ^^3 ^7) 7a long chain isomerized 
of a blend of 5 to 80 ^ <0^^u^ 2J^o S q{ 

olefin of at least 18 carbon atoms (Column 3 Law 26 4 V ^ ^ 
^paraffins, iso-paraffins and cycloparaffins «fW»«-J« further comprise esters 
51 59 and Column 6 Line 38-Column 7 Line 6) whicl . may run P 
(Column 6 Lines 28-37) which, by difference, may comprise up to weigi P 
the blend. 

Ashjian does not disclose expressly esters being present in a range of at least 
about 46 weight percent of the blend; 

However Ashiian obviates instant claims since there is no showing in the instant 

mmmmm 

45 weight percent and at least 46 weight percent, a d.ffin»cc of 1.6 A of 

claimed range, can be considered minor. See Titanium Metal, Corp. of Am. V. Banner, 

78 F.2d 775, 783, 227 USPQ 773, 779 (Fed. Cir. 1985). 

Generally, differences in ranges will not support the patentability of subject 
matter encompassed by the prior art unless there is evidence indicating such range is 
Seal See In re Bolsch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980), In re AUen 220 
?S 1 454, 456, 105 USPQ 233, 235 (CCPA 1955) and In re Hoeschele, 406 F.2d 1403, 
160 USPQ 809 (CCPA 1969). 

Applicants respectfully traverse these rejections for the masons stated in response to the 
previous office action, incorporated herein by reference, and for the further reasons stated herein. 

Applicants have further amended claim 24 herein to specify that esters comprise at least 
50 weight percent (and less than about 99 weight percent) of the blend used. Support for this 
amendment is set forth in the specification as discussed above in traversing the Examiner's 
rejections under 35 U.S.C. § 112. 

O Response to FINAL Office Action Mailed April 1 6, 2008 
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A basic tenet of patent law is that a prior art reference must be considered as a whole. 
This includes, but is not limited to, any teaching away by a reference. See. e.g.. Bausch & Lamb, 
inc. v Barnes-Hind/Hydrocurve, Inc., 796 F.2d 443, 230 U.S.P.Q. 416 (Fed. Cir. 1986); 
Datascope Corp. v. SMEC, Inc., 776 F.2d 320, 227 U.S.P.Q. 838 (Fed. Cir. 1985). 

The Ashjian reference makes one mention of the word "esters," on line 29 of Col. 6 3 , in a 
"throw-out" sort of manner suggesting at best that esters might be tried but were NOT the focus 
of the invention. In fact, by Ashjian not ever again discussing or even alluding to esters, Ashjian 
fails to provide enablement of the use of esters. Thus, with respect to esters, the Examiner can 
only, use Ashjian for what is specifically disclosed therein and nomove. Symbol Technologies v. 
Oplkon Inc., 935 F.2d 1569, 19 U.S.P.Q.2d 1241, 1247 (Fed. Cir. 1991). Therefore, the 
Examiner's attribution to Ashjian of certain ranges of blend components respecting esters is 
,-n T rn P P.r and overreaching . Ashjian does not specifically teach any concentration range for 
esters. Further, there is nothing in Ashjian that would render Applicants' invention predictable, 
as required for a finding of obviousness. 

Contrary to the position of the Examiner, the law does not require a criticality to support 
Applicants' claimed range, and any finding otherwise would be error. The cases cited by the 
Examiner do not hold otherwise, and are distinguishable from Applicants' facts. Titanium Meals 
concerned anticipation of claims by a reference with nearly identical ranges as those in the 
claims in issue~0.3 and 0.8 compared to 0.25 and 0.75, and 0.31 and 0.94, respectively. In In re 



2 The single appearance of the word "ester" in the entire Ashjian reference occurs in the 
following context, from Col 6, lines 28-33 (emphasis added): 

Although various combinations of hydrocarbons and other materials such as esters may be used, 
blends of the olefin isomers with (i) a light paraffinic oil with essentially no aromatic content and (n) an 
olefin component, will normally give good blend viscomctrics, flash point, bioacceptability as well as 
favorable product economics. In blends oftJiis type, the mineral oil component is a mixture of C.sub-10 - 
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Bvesch, the range of the prior art and the claims in issue ** - * - ^" 

concerned a claimed process id^l with the prior art except for lower temperature and high 
s , lp huric acid concentration. In in re HoescHele, the "teaching of the references 3BSmm m 
the invention defined by the claims" without evidence of critical significance. 

The Examiner has admitted that Ashjian is n^J«M to Applicant's claimed 
invention. Applicants respecttuUy submit that a cntWhy is n* -ded. In re Luvisi an, 
NoHejl, 342 F.2d 102, 133 US.P.Q. 646, 651 (C.CP.A. 1965). In the words of the court in 

Luv , it there is ■ nf Vriti^y/ whatever m^ve^n 

hBpjBl that tgrm of ■ Hrnitation which finds rep ort in the ori ginal disclo ^re^icQ 
^ to the claims for nurpgses.nf advancing promotion of the application an d which is never 
alleged hv the a^gli S - ^ ^ .p.ji^iiUinder thes e cirn.mstances narrows the , 

.cope ofjmclmm ^ ^ be entitled to do so wi th out h«w reguired to prove critic al^ 

SUMMARY 

Applicants respectfully request that the Examiner withdraw his rejections based on the 
Ashjian reference. Applicants further respectfully request that the Examiner enter the 
amendments and allow the application to proceed to issue. 



C.sub.18 n-paraffins and C.sub.10 -C.sub.32 olefins of low viscosity suitable for formulation into the well 
fluids after Hie addition of the olefin isomer component. 

j I Response W FINAL Office Action Mailed April 1 ft, 2008 
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Respectfully submitted, 




Attorney at Law 

P.O. Box 1301 

Houston, Texas 77251-1301 

(713) 658-9323 phone 

(713)658-9410 fax 

ktiipp@tripplaw.com e-mail 
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